THE FUTURE OF INTERNATIONAL PATENT LITIGATION IN EUROPE

AMENDMENT OF PATENTS

Developments in the law.
1. EPC 2000, particularly the new Article 105a whereby a European patent may be limited by an amendment of the claims;

2. IP Enforcement Directive, particularly the impact of the Directive on UK national law relating to amendment of a patent.

1. EPC 2000.

Will enter into force on 13th December 2007 at the latest (Art.8 of the Revision Act).

Article 105a:

(1) At the request of the proprietor, the European patent may be revoked or be limited by an amendment of the claims.  The request shall be filed with the European Patent Office in accordance with the Implementing Regulations.  It shall not be deemed to have been filed until after the limitation or revocation fee has been paid.

(2) The request may not be filed while opposition proceedings in respect of the European patent are pending.

Points to note:

(i) The nature of the amendment: limitation of the claims.

(ii) Extent of the amendment: The claims, but Rule 63d of the new Implementing Regulations also refer to an amended description and amended drawings.

(iii) Opposition proceedings take precedence (Art.105a(2)) - even if the limitation proceedings are commenced first (Imp Regs, Rule 63e).

(iv) Discretion: At first sight, the new power is discretionary (“… the European patent may be revoked or limited”).  But Rule 63g(3) of the Imp Regs suggests that, subject to compliance with Rule 63g(2) & (3), limitation is mandatory 
(“… the Examining Division shall limit the patent”).

Rule 63g(2) & (3):

(2) If a request for limitation is admissible, the Examining Division shall examine whether the amended claims constitute a limitation vis-à-vis the claims as granted or amended in opposition or limitation proceedings and comply with Article 84 and Article 123, paragraphs 2 and 3. [……..]
(3) If a request for limitation is allowable under paragraph 2, the Examining Division shall communicate this to the requester and invite him to pay the prescribed fee and to file a translation of the amended claims in the official languages [……].  If the requester performs these acts in due time, the Examining Division shall limit the patent.
cf. The discretion under UK national law.

Aldous J. in Smith, Kline and French v. Evans Medical [1989] FSR 561 at p569 (approved by the Court of Appeal in Hsiung’s Patent [1992] RPC 497):
‘‘The discretion as to whether or not to allow amendment is a wide one and the cases illustrate some principles which are applicable to the present case.  First, the onus to establish that amendment should be allowed is on the patentee and full disclosure must be made of all relevant matters. If there is a failure to disclose all the relevant matters, amendment will be refused. Secondly, amendment will be allowed provided the amendments are permitted under the Act and no circumstances arise which would lead the Court to refuse the amendment. Thirdly, it is in the public interest that amendment is sought promptly. Thus, in cases where a patentee delays for an unreasonable period before seeking amendments, it will not be allowed unless the patentee shows reasonable grounds for his delay. Such includes cases where a patentee believes that amendment was not necessary and had reasonable grounds for that belief. Fourthly, a patentee who seeks to obtain an unfair advantage from a patent which he knows or should have known should be amended, will not be allowed to amend. Such a case is where a patentee threatens an infringer with his unamended patent after he knows or should have known of the need to amend. Fifthly, the court is concerned with the conduct of the patentee and not with the merit of the invention.’’

And see also Raleigh v Miller (1950) 67 RPC 226 where Lord Normand (at p.230) criticised the trial judge’s approach to amendment saying:

“He did not take into account the public interest which is injured when invalid claims are persisted in so that inventors are legitimately warned off the area of the art ostensibly monopolised by the claims.”

And likewise Lord Morton said (at p.236):

“There is another important aspect of the matter, the effect of these unjustifiably wide claims upon the public in general and upon persons interested in this art in particular…”
What will the EPO do when exercising its new powers?

Unlikely to adopt the UK’s broad public interest approach because:

(i) Rule 63g is, on its face, against it. Compliance with Rule 63g(2) & (3) is sufficient to entitle relief. Rule 63d(2) sets out the information the request must contain for it to be admissible - the proprietor is not required to provide a reason for limitation nor, if it is prior art, show the limitation overcomes that prior art;
(ii) The travaux préparatoire are also against it. The limitation procedure is to be cheap and quick.  For example, the validity of the limited claims is not to be considered in limitation proceedings.  The procedure is unlikely to be cheap and quick if a wide-ranging discretion falls to be exercised by the EPO;
(iii) The limitation procedure is ex-parte and there is no provision for disclosure.  The EPO itself is not equipped to examine and determine public interest issues and is unlikely to take on such an onerous task unless clearly required to.
Changes to national law required by the EPC 2000 vis-à-vis amendment.

Article 138(3) of the EPC 2000 also provides:

(3) In proceedings before the competent court or authority relating to the validity of the European patent, the proprietor of the patent shall have the right to limit the patent by amending the claims. The patent as thus limited shall for the basis for the proceedings.
Will UK national law seek to maintain its broad public interest approach to amendment in the light of Art.138(3)?
Proposed amendments under Patents Act 2004.

The Patents Act 2004 prospectively amends ss.27 & 75 of the Patents Act 1977 by addition of a new sub-section.  Proposed s.75(5) states:

“(5)
In considering whether or not to allow an amendment proposed under this section, the court or the Comptroller shall have regard to any relevant principles applicable under the European Patent Convention.”

So UK national law will now follow EPC law.  

But the UK’s abhorrence of covetous claiming has not been abandoned altogether. S.62(3) of the PA 1977 is prospectively amended as follows:

(3) Where an amendment of the specification of a patent has been allowed under any of the provisions of this Act, no damages shall be awarded in proceedings for an infringement of the patent committed before the decision to allow the amendment unless the court or the comptroller is satisfied that

(a) the specification of the patent as published was framed in good faith and with reasonable skill and knowledge, and
(b) the proceedings are brought in good faith.

2. Intellectual Property Enforcement Directive (2004/48/EC).
Implemented in the UK by Intellectual Property (Enforcement etc) Regulations 2006 (SI 2006 No.1028). Came into force: 29th April 2006.
Article 13 of the Directive provides:

(1) Member states shall ensure that the competent judicial authorities, on application of the injured party, order the infringer who knowingly, or with reasonable grounds to know, engaged in an infringing activity, to pay the rightholder damages appropriate to the actual prejudice suffered by him/her as a result of the infringement.
[…………..]

(2) Where the infringer did not knowingly, or with reasonable grounds know, engage in infringing activity, Member States may lay down that the judicial authorities may order the recovery of profits or the payment of damages, which may be pre-established.
So there can be no bar to damages where the infringer knowingly, or with reasonable grounds to know, engaged in an infringing activity.

So the prospective amendments to s.62(3) (see above), if brought into effect, would contravene the Directive.

Schedule 2 of the IP (Enforcement etc) Regulations introduce a new form for s.62(3):

(4) Where an amendment of the specification of a patent has been allowed under any of the provisions of this Act, the court or the comptroller shall, when awarding damages or making an order for an account of profits no damages shall be awarded in proceedings for an infringement of the patent committed before the decision to allow the amendment, take into account the following - unless the court or the comptroller is satisfied that
(a) whether at the date of infringement the defendant or defender knew, or had reasonable grounds to know, that he was infringing the patent;

(b) whether the specification of the patent as published was framed in good faith and with reasonable skill and knowledge, and
(c) whether the proceedings are brought in good faith.
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