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DISCUSSION SUMMARY OF POINTS MADE 

 
 
DISCUSSION TOPIC 

“Were the UK Government to seek to provide more effective remedies against unlawful packaging 

designs, and thus bring the UK closer to other EU countries which do have effective remedy 

mechanisms, what solutions might it consider?” 

 

GOAL 

A clearer understanding of the possible public policy options, with their relative merits, weaknesses 

and timescales, for improving remedies against unlawful copying of packaging in the UK, potentially 

defining a way forward. 

 

PARTICIPANTS 

A list of those organisations contributing to the discussion is given below. 

 

INTRODUCTION 

The roundtable opened with examples of products in packaging designs similar to branded goods. 

Some examples were produced by competing manufacturers, others by retailers, with the similarity of 

design involving more than recognizable category cues. 

 

A summary of the policy discussion was given: 

- copying was first raised at the time of the Trade Marks Bill (1994) and later the Competition 

Bill (1998); 

- a Private Members’ Bill was laid before the House of Lords in 2000, withdrawn at Second 

Reading; 

- The practice was quoted as one catalyst for the Supermarkets Competition Commission (CC) 

investigation, also in 2000; 

- in 2006 the Gowers Review concluded that brands were not well protected from 

misappropriation, recommending that Unfair Commercial Practices (UCP) Directive be given 

a chance to work, a finding and recommendation accepted by Government; 

- the practice was raised during consultation on the UCP Directive and the UK’s implementing 

legislation, the Consumer Protection from Unfair Trading Regulations (CPRs). Brand owners 

called for private civil rights of action, a call refused by Government although a review within 

two years was promised; 

- the IPO has commissioned a study looking at the business and consumer harm. 

 

THE CURRENT SITUATION 

Registered rights provide a limited remedy for brand owners as copiers tend to design around these. 

Trade mark protection was considered to have been extended by the L’Oreal v Bellure case, although 

the brand owner must have the relevant registrations for its packaging and for those to have a 

reputation. Passing off has a high evidentiary threshold and is expensive. The CPRs are only 

enforceable by those recognised under the Enterprise Act, essentially the Office of Fair Trading (OFT) 



and Trading Standards Services (TSS), although no additional resources were provided for the 

additional duty. 

 

A discussion was held on consumer complaints. It was reported that consumers tend not to complain, 

making action under the CPRs less likely to be taken forward prioritized. It was suggested that 

consumers do not come forward, blaming themselves or not prepared to take the trouble for low-

priced goods. If they do complain, it would be to retailers. Furthermore, if the legal test is confusion 

over origin, consumers may not know they are confused and therefore have no reason to complain, 

making complaints an inappropriate test.  

 

A discussion on confusion highlighted the narrow legal interpretation in contrast to the wider 

definitions in the dictionary, which include mixing up in the mind, failure to distinguish and making 

indistinct. It was argued that “confusion” is the source of the mischief and that a different formulation 

was required to misrepresentation, or “telling a lie”, to include the concept of mixing up or switching 

identities. This would allow the law to catch up with market practices.  

 

Passing off is as much about competition as about protecting the consumer. It was suggested that, in 

the groceries market, products are regular, low involvement purchases with shoppers acting 

subconsciously rather than rationally, relying on colour, shape and overall design to identify products. 

These packaging elements convey the product’s goodwill, connecting the shopper with the product. 

The copy adopts similar cues, thereby adopting its goodwill and presenting the shopper with two 

options where previously there had been one. This prompts a more rational assessment in which 

price plays a key role.  

 

There was debate whether Judges understand this. A study of the judgments illustrates that shoppers 

do not know why they made the decisions they did, failing to explain why they were confused. 

Behaviour does not appear to be objective or rational and it is accepted that consumers do not read 

labels. However Judges are failing to understand what leads to this situation. 

 

The narrow interpretation of confusion presents challenges when using trade mark and passing off 

remedies to address similar packaging and the nature of the bounded decisions that tend to 

predominate (i.e. decisions where rationality is ‘bounded’ by limited information, cognitive limitations 

of the mind and a finite amount of time to make a decision) . Such packaging may not strictly amount 

to ‘telling a lie’ although in practice is likely to disrupt consumer choice. 

 

Challenges associated with demonstrating confusion contribute to the very high cost of bringing a 

passing off action, amounting to £500K-750K before trial. Other jurisdictions have a significant 

advantage in not requiring such evidence or the accompanying costs.   

 

The uncertainty of passing off was discussed, it being felt that the approach varied depending on the 

result sought. If for the claimant, the Judge focuses on protection; if for the defendant, the focus is on 

unproven misrepresentation. A clearly defined, consistent legal standard for liability is required. 

 

It was questioned why the claimant should be cast in the role of vicarious avenger of the consumer 

interest. He is actually suing for the protection of his own private interest.  This shift in perspective 

indicates how litigation should develop. This would allow the claim to be reformulated into what it 

should be, a duty to distinguish. The greater the distinctiveness of the original, the stronger the duty to 

distinguish should be. It is unsatisfactory and expensive to bring consumers into court to resolve a 

dispute between two businesses. 

 

The scope for the common law to evolve however may be limited in light of the strong rejection in 

L’Oreal v Bellure that passing off moves in the direction of unfair competition law. 

 

In the context of competition law, copies produced by retailers who are both retail customers and 

direct product competitors raise issues of collusion. This area is the subject of a strict prohibition as it 

underpins the concept of rivalry, ensuring competitors place something on the market that competes 

on its own merits. No two brand manufacturers can exchange advance information on new products 



but a retailer, given that information as a customer, can share it with its product suppliers without 

challenge. It was questioned why this was permissible. 

 

 

INTERNATIONAL COMPARISONS 

A discussion was held on the study undertaken by Hogan Lovells for the European Commission 

which assessed remedies to copying beyond registered IP rights, exploring whether there were 

barriers to trade in the internal market. The study found that there was significant variation in 

remedies across Member States and that, of six products tested, there was no common view whether 

or not they were unlawful, indicating a potential trade barrier. It is unclear what the Commission’s next 

step will be though an economic study is rumoured. 

 

Since the study, Hogan Lovells have estimated the number of injunctions granted in cases relating to 

copying in recent years. The (unofficial) findings were Germany: 800 pa; France: 15; the Netherlands: 

13 in past 2 years. In the UK there has been less than a handful. The larger number of injunctions in 

other jurisdictions helps determine with greater certainty what constitutes an unlawful copy. 

 

There was a discussion on whether Germany really offered better remedies. Certainly recent 

developments mean cases must be pleaded more carefully but it remains an easier jurisdiction than 

the UK. It was generally felt that the UK is behind the ball in terms of effective remedies and it may 

well not be compliant with Article 10
bis
 of the Paris Convention. 

 

The UCP Directive was discussed. It was argued that demonstrating a breach of the banned practice 

is likely to present challenges but, taken as a whole, including the general provisions, the legislation is 

likely to be more straightforward than bringing a passing off case. In the UK the problem lies in 

companies’ inability to enforce its provisions, arising from the UK’s tendency to overly categorise the 

legislation as consumer protection. The combination of the UCP Directive and Misleading Advertising 

Directive protects both consumers and competitors from unfair practices which are defined quite 

broadly. The UK’s implementation however fails to reflect adequately the requirement to protect 

competitors. 

 

EVIDENCE OF DAMAGE 

For policy intervention, there needs to be evidence of damage. There is particular interest from 

policymakers in the economic implications, in particular the impact on innovation and the economic 

costs. An assessment of consumer detriment is also relevant. Consumers may be confused but this 

may not give rise to detriment if they purchase a product they are happy with at less cost. It must also 

be considered that consumers might be paying more for the branded product than they need. 

 

Damage may occur beyond the direct parties themselves. Other competitors in the category, seeking 

to compete on their own merits, may be adversely affected if shoppers switch to a brand copy at a 

cheaper price. 

 

To succeed commercially, a company must build a reputation and establish visual signals that allow 

the individual shopper to notice and recognise their product amongst others. A copy avoids having to 

do this, ‘borrowing’ the visual cues associated with the original. This effect should form part of the 

economic impact assessment on innovators. 

 

A comparative analysis is instructive. In financial services for example offers may be similar and 

consumer confusion may arise but it is considered fair competition. Should products receive different 

treatment than services? A comparative analysis is also instructive when considering what is lawful to 

say in words and what is lawful to convey graphically. A verbal / written comparison must be 

rigorously supported by evidence while a graphic comparison seems to require no substantiation. 

Furthermore, products in similar packaging tend not to be advertised as that would breach the 

advertising code, further highlighting inconsistency. 

 

In the context of consumer confusion, there are wider issues to consider beyond packaging. The 

pricing of multi-buys for example is not necessarily intuitive, with the purchase of larger quantities not 



always delivering better deals. Pack size can also be confusing, when pack sizes are reduced but 

prices remain the same. A wider discussion is required. 

 

TOWARDS A SOLUTION 

A number of suggestions were discussed to improve the effectiveness of existing remedies in relation 

to copying: 

 

Legislative guidelines specific to copying 

It was suggested that specific guidelines on the law, specific to copying, had the potential to increase 

awareness and predictability. The OFT has experience is producing such guidance which would have 

the potential to reduce disputes, improve differentiation between products and reduce confrontation. 

 

There was scepticism that such guidelines would improve predictability. It seemed to be accepted that 

such guidelines may influence the interpretation of the law and move the line between what is and is 

not permissible but people will continue to get as close as they can, with uncertainty remaining on 

where that line is to be drawn. Any executive guidance is unlikely to be endorsed by the courts and it 

will continue to be Judges who determine what level of packaging similarity is acceptable, though it 

was recognised that such guidance could help Judges. 

 

A test case under the CPRs 

Civil enforcement of the CPRs falls to the OFT and TSS but there are problems of priority and of 

resource that inhibit enforcement action. From a regulator’s perspective, they will not enforce if they 

do not consider the practice to be a bad thing. Meanwhile TSS received no additional resource to 

enforce these new duties and had since suffered staffing cuts.  

 

Bringing a test case is unattractive. The Trade Descriptions Act had been used in many cases which 

helped interpretation. In contrast, with the CPRs there is uncertainty over the “average consumer” test 

and the extent to which consumers are expected to have read labels. It would need a very good case 

in law and someone willing to fund it before a test case would be possible. The potential for a brand 

owner to fund such a case was discussed and, while legally possible, was dismissed as being fraught 

with difficulty, raising concerns over independence, impartiality and risk to the reputation of the 

funding company. 

 

It was pointed out that the UCP Directive requires effective enforcement and that the Government, 

when implementing the Directive, stated that the OFT and TSS had a duty to enforce and were 

expected to discharge that duty. 

 

Private rights of action under the CPRs 

The UCP Directive provides for enforcement by competitors and some Member States have gone 

down this route. Those countries in which private civil rights are available (such as Ireland) have not 

seen the avalanche of litigation some had feared. If the Government has not provided private rights of 

action and the OFT or TSS will not enforce, official guidance is required. 

 

However, to persuade the UK Government to act is not straightforward. To change policy, there has 

to be confidence that the change will work. Furthermore, this not a life or death issue and so unlikely 

to be a priority. 

 

It was questioned, for example, whether a victim of copying would sue a major retail customer under 

the legislation, were it possible to do so. There is evidence that large brand owners will take action 

though fear may be an issue for smaller businesses. This prompted a discussion on the extent to 

which companies were simply seeking a larger hammer to use in negotiations. There was the feeling 

that suppliers currently had no hammer at all and to have one would benefit companies of all sizes.  

 

It was questioned whether or not the practice is in fact unlawful. On the one hand the regulation states 

that there is a wrong. On the other, there is no case law to show it is unlawful. It could be argued that, 

if it is unlawful in other countries, it is not unreasonable to consider the same action to be lawful in the 

UK. 

 



Is there a risk of unintended consequences? It was argued that such a risk would be negligible were 

the right drawn narrowly (e.g. confined to misleading packaging self-selected by consumers, with the 

right available only to companies with a legitimate interest). The Law Commission is looking at rights 

of private action for consumers but it was not believed this extended to rights for companies. There 

may be a problem were brand owners to be granted private rights as this would set a precedent for 

others to exploit. 

 

An action against the UK for failing to implement the UCP Directive may be a more straightforward 

approach to improving the situation than a policy debate on consumer detriment and the impact on 

innovation, with the accompanying evidence requirement. 

 

Other options 

Whether consumers would feel motivated to take action themselves was explored, though the low 

price of goods in similar packaging make this unlikely. 

 

The Groceries Supply Code of Practice with its provision on fair dealing was raised but it was felt that 

similar packaging fell outside its scope. 

 

The role of the ASA was discussed. Packaging falls outside the scope of the CAP Code but it was 

argued that the case for legislation was weakened if this voluntary approach was not tried. However 

there are enforcement and funding constraints which rule out this approach. Funding for example 

comes from all advertisers, including retailers, with the latter unlikely to support broadening the 

Code’s scope in this area. 

 

The idea of a specialist commercial court was explored which would understand the nuances of and 

have expertise in such matters, delivering greater consistency over time. A contrary view was that 

existing courts would work well if they had clear concepts to apply without the need to poll members 

of the public. 

 

PARTICIPANTS 

The following organisations contributed to the discussion 

 

AIM Office of Fair Trading 

BIICL (Chairman) Queen Mary College, London 

Bristows Queen’s Counsel 

British Brands Group Speechly Bircham 

Clifford Chance Trading Standards Institute 

Hogan Lovells UK IPO 

Independent lawyer Which? 

Intellectual Property Institute  

 

The Department of Business, Innovation & Skills, British Retail Consortium, retailers and brand 

suppliers were invited but did not attend. 

 


